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DETAILED ACTION 



Election/Restrictions 
Applicant's election of Group II, claims 9-24 in the reply filed on 10 February 2006 is 
acknowledged. Because applicant did not distinctly and specifically point out the supposed 
errors in the restriction requirement, the election has been treated as an election without 
traverse (MPEP § 818.03(a)). 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



Claims 9-24 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The following discussion is applicable to claims 9-15. 

Claim 9 recites an image forming apparatus in which electrostatic latent images are 
formed on a latent image carrier, developed with toner of different colors, and transferred to a 
recording medium after development. The work functions of the toners are specified and the 
relationship of the latent image carrier work function to that of one of the toners is also specified. 
The claims dependent on claim 9 provide further definition of the relationship of the image 
carrier and toner work functions (claim 10), the absolute work function of the image carrier 
(claim 11), the charge characteristics of the toners and image carrier (claim 12), the 
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characteristics of the toners and the amount of toner applied to the developing device and the 
image carrier (claims 12 & 13), and the characteristics of the recording paper (claim 14). 

These claims intend to define the apparatus by the manner in which it is used or 
operated, as seen in the independent claim where the claim specifies forming electrostatic latent 
images on a latent image carrier, developing the images with toner of different colors, and 
transferring to a recording medium after development. The toner also defines the apparatus. 
As discussed in MPEP 21 14, the manner of operating a device does not differentiate an 
apparatus claim from the prior art. Further, as discussed in MEPP 2115, the material worked 
upon by the apparatus does not provide a patentable limitation. 

The instant claims are indefinite because they appear to recite no specific structure. The 
apparatus is defined in its totality by the manner in which it is used and on the materials worked 
upon by the apparatus (i.e., the toner). The toner is a material worked upon by the apparatus 
because it is consumed during the normal and intended operation of the apparatus. The 
structure of the apparatus does not change because of how the apparatus is used or because of 
the material worked upon. Consequently, the claims are indefinite because it is unclear what 
structure is present to define the apparatus. 

The claims are also indefinite because the image carrier work function is defined based 
on the work function of the toner. However, the toner is not a patentable portion of the 
apparatus. Thus, the toner is not a part of the apparatus and it cannot provide a limitation to the 
image carrier. 

In the event the image carrier is present as a structural component of the apparatus, the 
claims will be considered as requiring an image carrier. Additionally, claim 13 requires a 
regulating blade with a developing device. 
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The following discussion is applicable to claims 17-24. 

This claim is indefinite because the latent image carriers' arrangement is defined by the 
work function of the toners. As noted above, the toner (a powder) is a material worked upon 
during the operation of the apparatus. It provides no structural limitation to the apparatus and 
no patentable limitation to the apparatus (see MPEP 21 14 & 21 1 5). The claim does not 
particularly point out and distinctly claim the apparatus because the claim is basing its 
arrangement of image carriers on the toners, which do not form a limitation on the claims. As a 
result, the claim is indefinite because it is unclear what the work function is for the image 
carriers. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Claims 9, 10, and 12-24 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Handbook of Imaging Materials to Diamond, pp. 164-168. 



Application/Control Number: 1 0/771 ,618 Page 5 

Art Unit: 1756 

As noted above, the process of operating or using the apparatus recitations do provide 
any patentable limitation to the apparatus claims because an apparatus is defined by its 
structure, not by the manner in which it is used. Further, the toner recitations in the apparatus 
do not provide any structural limitation to the apparatus because the toner is a material worked 
upon by the apparatus. See MPEP 21 14 & 21 15. The above rejected claims have been 
examined on this basis. 

Diamond shows that image forming apparatuses for multicolor reproduction are known 
to have a single image carrier with multiple passes of the image carrier (i.e., the photoreceptor) 
passed a single imager (Fig. 4.1 7) or a single pass with either a single photoreceptor and a 
single imager or multiple (e.g., four) photoreceptors and an imager for each photoreceptor. 
Figure 4.19 shows two imaging apparatuses that have a single drum and developing devices for 
each color. The color toner images are superposed on top of one another on the receiver 
paper. Figure 4.20 shows single pass examples with one photoreceptor for each color and a 
development device for each photoreceptor. The toner images are sequentially transferred to 
the receiver along the process path to a receiving paper, which is moved by a feeding belt. As 
discussed in the corresponding text for each Figure, the disclosed apparatuses used organic 
photoreceptors (OPC). Diamond also discusses and depicts the use of a regulating blade to 
control the thickness of toner on the surface of a roller for a developing device (Figs. 4.9, 4.10). 
Paper as a receiver is also disclosed (Fig. 4.13). 

Since the Diamond text discloses each patentable feature of the apparatus the claims 
are properly anticipated by this disclosure. 

Claims 9-24 are rejected under 35 U.S.C. 102(a) and/or (e) as being anticipated by 
Miyakawa etal. in US Patent Application Publication 2003/0095814. 
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As noted above, the process of operating or using the apparatus recitations do provide 
any patentable limitation to the apparatus claims because an apparatus is defined by its 
structure, not by the manner in which it is used. Further, the toner recitations in the apparatus 
do not provide any structural limitation to the apparatus because the toner is a material worked 
upon by the apparatus. See MPEP 21 14 & 21 15. The above rejected claims have been 
examined on this basis. 

Miayakwa discloses an image forming apparatus in Figure 3 having a negative charged 
photoreceptor (latent image carrier) 140 having a work function is rotated in a direction of arrow 
by a suitable driving means. Arranged around the photoreceptor 140 along the rotational 
direction are a charging roller 160 as the charging means, developing devices 10 (Y, M, C, K) 
as the developing means, an intermediate transfer device 30, and a cleaning means 170. The 
outer surface of the photoreceptor 140 is uniformly charged and then exposed to selective light 
L1 corresponding to desired image information by an exposing unit 40, thereby forming an 
electrostatic latent image on the photoreceptor 140. The electrostatic latent image is developed 
with developers by the developing devices 10. 

The developing devices 10 are a developing device 10Y for yellow, a developing device 
10M for magenta, a developing device 10C for cyan, and a developing device 10K for black. 
These developing devices 10Y, 10C, 10M, 10K can swing so that the development roller 
(developer carrier) 11 of only one of the developing devices is selectively in press contact with 
the photoreceptor 140. These developing devices 10 hold negatively charged toners, having a 
work function relative to the work function of the photoreceptor, on the respective development 
rollers. Each developing device 10 supplies either one of toners of yellow Y, magenta M, cyan 
C, and black K to the surface of the photoreceptor 140, thereby developing the electrostatic 
latent image on the photoreceptor 140 in superposition. Each development roller 11 is 
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composed of a hard roller, for example a metallic roller, which is processed to have rough 
surface. The developed toner image is transferred to an intermediate transfer belt 36 of the 
intermediate transfer device 30. See [01 18] - [0137]. An effect work function for the organic 
photoreceptor (OPC) is 5.48 eV (Table 1 ). 

Figure 4 discloses an apparatus comprising an intermediate transfer belt 30 which is 
wound onto and tightly held by only two rollers, i.e. a driving roller 10 and a driven roller 20, and 
is driven to circulate in a direction of arrow (the counter-clockwise direction), and a plurality of 
(four) single-color toner image forming means 40 (Y, C, M, K) arranged along the intermediate 
transfer belt 30. Respective toner images formed by the single-color toner image forming means 
40 are sequentially primary-transferred to the intermediate transfer belt 30 by transfer means 
51, 52, 53, 54, respectively. The respective primary transfer portions are indicated with T1 Y, 
T1C, T1M, and T1K. These single-color toner image forming means 40 (Y, C, M, K) are 
arranged on a loose side of the intermediate transfer belt 30. Toner images are sequentially 
transferred to the intermediate transfer belt 30 and sequentially superposed on each other on 
the intermediate transfer belt 30 so as to form a full color toner image. The full color toner image 
is secondary-transferred to a recording medium P such as a paper at a secondary transfer 
portion T2 and is fixed by passing the recording medium P between a pair of fixing rollers 61. 

Each of the structural limitations of the apparatuses are disclosed by the reference. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Christopher RoDee whose telephone number is 571-272-1 388. The 
examiner can normally be reached on most weekdays from 6:00 to 4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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17 April 2006 
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